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DETAILED ACTION 

Prosecution on the merits of this application is reopened on claims 1-20 
considered unpatentable for the reasons indicated below: 

To add the 35 U.S.C. 101 rejection. The prior art rejection is being maintained. 
The Appellant may with modification to address the 101 issues, reinstate the 
appeal brief. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 9 and 18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The claims 1 , 9 and 18 are directed to a judicial exception e.g. abstract idea; as 
such, pursuant to the Interim Guidelines on Patent Eligible Subject Matter (see OG 
Notice 22 November 2005 and MPEP 2106), the claims must have either physical 
transformation and/or a useful, concrete and tangible result. The claims fail to include 
transformation from one physical state to another. Although, the claims appear useful 
and concrete, there does not appear to be a tangible result claimed. Merely calculating 
the probe float as claimed is not appear to be sufficient to constitute a tangible result, 
since the outcome of the calculating step has not been used in a disclosed practical 
application nor claimed as made available in such a manner that its usefulness in a 
disclosed practical application can be realized. As such, the subject matter of claims is 
not patent eligible. 
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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-4, 6, 7, 9-13, 15, 16, and 18-20 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Harris. 

With regard to claims 1 and 9, Harris teaches a method of calculating and 
measuring a probe float comprising: acquiring a free-hanging planarity measurement, 
obtaining a first electrical contact planarity measurement, and calculating probe float 
using results of the acquiring and obtaining (abstract). 

With regard to claims 2 and 10, Harris teaches the calculating comprising 
computing a difference between results of the obtaining and acquiring (col. 5, lines 38- 
42). 

With regard to claims 3 and 12, Harris teaches acquiring a reference planarity 
measurement, providing relative translation between a contact surface and a probe 
card, identifying new free-hanging probes responsive to the providing, assigning a 
planarity value to newly identified free-hanging probes, and selectively repeating the 
providing, identifying, and assigning (col. 5, lines 1-20 & col. 6, lines 42-56). 
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With regard to claims 4 and 13, Harris teaches selectively iterating the providing, 
identifying, and assigning until a planarity value has been assigned to every probe (col. 
11, lines 42-46). 

With regard to claims 6, 7, 15, and 16, Harris teaches acquiring a reference 
planarity and identifying new free-hanging probes measurement comprises utilizing the 
optical system (col. 6, lines 32-37). 

With regard to claim 11, Harris teaches repeating the acquiring, obtaining, and 
calculating for each probe (fig. 3). 

With regard to claim 18, Harris teaches a computer readable medium with data 
and instructions that acquires a free-hanging measurement, obtains a first electrical 
contact planarity measurement, and calculates probe float using the free-hanging 
planarity measurement and the first electrical contact planarity measurement (abstract & 
col. 11, lines 32-40). 

With regard to claim 19, Harris teaches the instructions further comprising 
computing a difference between results of the obtaining and acquiring (col. 5, lines 38- 
42). 

With regard to claim 20, Harris teaches the instructions further comprising 
repeating the acquiring, obtaining, and calculating for each probe (fig. 3). 

Allowable Subject Matter 
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3. Claims 5, 8, 14, and 17 are objected to as being dependent upon a. rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on 571-272-1705. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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